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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Deford Bailey LLC, 

Opposer, 

 

v. 

 

Carlos Deford Bailey     

Applicant. 

) 

) 

) 

) 

) 

) 

) 

 

Opposition No. 91209857 

 

Application Serial No. 85304626 

 

Published in the Official Gazette on 

February 19, 2013 

 

 

OPPOSER’S MOTION FOR SUMMARY JUDGMENT 

AND BRIEF IN SUPPORT THEREOF 

 

Opposer, Deford Bailey LLC, hereby moves the Trademark Trial and Appeal Board (the 

“Board”) for summary judgment in favor of Opposer on its claims pursuant to Rule 56 of the 

Federal Rules of Civil Procedure.  

Applicant Carlos Bailey has admitted to signing a license agreement with Opposer 

acknowledging he does not have any right to the name DEFORD BAILEY and shall make no 

claim of ownership or interest in the name, and that a license from Opposer is required to use the 

name in connection with the sale of harmonicas.  Accordingly, summary judgment should be 

granted in favor of Opposer on its Notice of Opposition, and Applicants’ application for 

registration of the mark DEFORD BAILEY should be rejected. 

UNDISPUTED FACTS 

Deford Bailey is renowned as the first African-American performer at the Grand Ole 

Opry in Nashville, Tennessee.  Mr. Bailey was a harmonica virtuoso and was inducted 

posthumously into the Country Music Hall of Fame in 2005.  Mr. Bailey died in 1982.  (Notice 

of Opposition, ¶ 1, Answer, ¶ 1.) 
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Opposer is a successor in interest to the name and likeness rights of Deford Bailey.  

(Declaration of Amy J. Everhart, Ex. 1 (Opposer’s Requests for Admission) & Ex. A thereto 

(Name and Likeness License Agreement), and Ex. 2 (Applicant’s Response to Opposer’s 

Request for Admission No. 5).)  

On April 26, 2011, Carlos Bailey, a grandson of Deford Bailey, filed with the United 

States Patent and Trademark Office Application Serial No. 85304626 for registration of the mark 

DEFORD BAILEY (the “Mark”) in the category of “harmonicas.”
1
   

On March 20, 2013, Opposer filed a Notice of Opposition, alleging, in part, that, because 

of Opposer’s ownership of and interest in the Mark, approval of Applicants’ application for 

registration of the Mark is likely to confuse and deceive consumers. 

On or about April 18, 2012, Applicant Carlos Bailey entered into a Name and Likeness 

Licensing Agreement with Opposer (the “Agreement”).  ((Declaration of Amy J. Everhart, Ex. 1 

(Opposer’s Requests for Admission) & Ex. A thereto (Name and Likeness License Agreement), 

and Ex. 2 (Applicant’s Response to Opposer’s Request for Admission No. 5).)  The Agreement 

provides, in relevant part: 

WHEREAS, the parties desire that CB [Carlos Bailey] pay Licensor [Opposer] for 

the use of DeFord Biley’s name and likeness in connection with CB’s marketing, 

sale, and distribution of products bearing the DeFord Bailey name, specifically, t-

shirts and harmonicas. 

 

*** 

1.1 “Licensed Property” means the name DEFORD BAILEY and the goodwill 

appurtenant thereto. 

 

                                                
1
 DeFord Bailey III is the other named Applicant.  Although not at issue in this motion for 

summary judgment, Opposer intends to prove at trial, if summary judgment is not granted, that 

Carlos Bailey fraudulently represented that Deford Bailey III, another grandson of Deford 

Bailey, joined him in filing the application. 
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1.2 “Products” means the t-shirts and harmonicas marketed, sold, distributed, 

displayed, and/or produced by or for CB in existence as of the Effective Date 

[April 18, 2012] or created thereafter. 

 

*** 

 

2.1  Grant of License.  Licensor hereby grants to CB the non-exclusive license 

and right to use the Licensed Property in connection with the Products. 

 

2.2  Reservation of Rights.  Use of Licensed Property, and the goodwill associated 

therewith, shall inure solely to Licensor.  Except for the license granted hereunder 

and as otherwise provided herein, (a) as between the parties, Licensor retains any 

right, title and interest in and to the Licensed Property, and (b) CB acknowledges 

and agrees that it will not have any right, title or interest in or to the Licensed 

Property, and CB shall not make any claim of ownership or interest in or to such 

Licensed Property. 

 

(Id.) 

ARGUMENT 

A. Legal Standard 

The Board in Hershey Chocolate & Confectionery Corp. v. Wiesen, 2013 TTAB LEXIS 

628 (TTAB Dec. 27, 2013), set forth the legal standard for a motion for summary judgment in 

Board opposition proceedings: 

A motion for summary judgment is a pretrial device intended to save the time and 

expense of a full trial when the moving party is able to demonstrate, prior to trial, 

that there is no genuine dispute of material fact, and that it is entitled to judgment 

as a matter of law. See Fed. R. Civ. P. 56(a); Celotex Corp. v. Catrett, 477 U.S. 

317, 106 S. Ct. 2548, 91 L. Ed. 2d 265 (1986); Opryland USA Inc. v. Great 

American Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); and 

Sweats Fashions Inc. v. Pannill Knitting Co. Inc., 833 F.2d 1560, 4 USPQ2d 1793 

(Fed. Cir. 1987).  If the moving party is able to meet this initial burden, the 

burden shifts to the nonmoving party to demonstrate the existence of specific 

genuinely disputed facts that must be resolved at trial. The nonmoving party may 

not rest on mere allegations or assertions but must designate specific portions of 

the record or produce additional evidence showing the existence of a genuine 

dispute of material fact for trial. Should the nonmoving party fail to raise a 

genuine dispute of material fact as to an essential element of the moving party’s 

case, judgment as a matter of law may be entered in the moving party’s favor. 

 



 4 

A factual dispute is genuine if, on the evidence of record, a reasonable fact finder 

could resolve the matter in favor of the non-moving party. See Olde Tyme Foods, 

Inc. v. Roundy's, Inc., 961 F.2d 200, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992). 

The evidence must be viewed in a light most favorable to the non-moving party, 

and all reasonable inferences are to be drawn in the non-movant's favor. Lloyd's 

Food Products, Inc. v. Eli's, Inc., 987 F.2d 766, 25 USPQ2d 2027, 2029 (Fed. Cir. 

1993); Opryland USA, supra. The Board does not resolve disputes of material fact 

but rather only ascertains whether disputes of material fact exist.  See Lloyd's 

Food Products, 987 F.2d at 766, 25 USPQ2d at 2029; Olde Tyme Foods, 961 F.2d 

at 200, 22 USPQ2d at 1542. 

 

Id. at **4-5. 

B. Summary Judgment Should Be Granted in Favor of Opposer Because 

Applicant Carlos Bailey Has Admitted He Has No Interest in the Mark, Such 

Rights Are Owned by Opposer, and a License from Opposer Is Necessary to 

Use the Mark in Connection with Harmonicas. 

 

Applicant Carlos Bailey admitted that he signed a Name and Likeness license with 

Opposer in 2012.  (Declaration of Amy J. Everhart, Ex. 1 (Opposer’s Requests for Admission) & 

Ex. A thereto (Name and Likeness License Agreement), and Ex. 2 (Applicant’s Response to 

Opposer’s Request for Admission No. 5).)  In that Agreement, he acknowledged Opposer’s 

ownership of the name DEFORD BAILEY and its appurtenant goodwill.  He acknowledged that 

he must have a license to use the name in connection with sale of harmonicas.  Finally, he 

acknowledged that he had no interest in the name, and he agreed not to make any claims of 

ownership or interest in the name himself.  By these admissions, Applicant Carlos Bailey has 

conceded that he had no right to file his application Serial No. 85304626 for the Mark in 

connection with harmonicas and that he does not have a legitimate ownership interest in the 

Mark.  Accordingly, summary judgment should be granted in favor of Opposer on its Notice of 

Opposition, and Applicants’ application for registration should be rejected.  
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CONCLUSION 

 For the reasons stated herein, summary judgment should be granted in favor of Opposer, 

and Applicants’ application, Serial No. 85304626 should be rejected. 

 

Respectfully submitted, 

 

Deford Bailey LLC, the Opposer 

 

By: /Amy J. Everhart/_______________________ 

Amy J. Everhart 

Maria A. Spear 

Everhart Law Firm PLC 

1400 Fifth Avenue North 

Nashville, TN 37208 

(615) 800-8919 

Facsimile:  (615) 800-8918 

amy@everhartlawfirm.com 

maria@everhartlawfirm.com  

 

Attorneys for Opposer, 

Deford Bailey LLC 

 

Date:  January 8, 2014 

 

CERTIFICATE OF SERVICE 

 

 The undersigned certifies that the foregoing document was served via electronic mail and 

U.S. Mail, postage prepaid, on this 8th day of January, 2014. 

 

Walter M. Benjamin 

P.O. Box 6099 

Tulsa, OK 74148 

wabenj@netzero.com  

  

   /Amy J. Everhart/____________________ 

Amy J. Everhart 

 



 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Deford Bailey LLC, 

Opposer, 

 

v. 

 

Carlos Deford Bailey     

Applicant. 
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) 
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) 

) 

 

Opposition No. 91209857 

 

Application Serial No. 85304626 

 

Published in the Official Gazette on 

February 19, 2013 

 

DECLARATION OF AMY J. EVERHART 

 

      I, Amy J. Everhart, of full age, hereby declare as follows: 

1. I am an attorney with Everhart Law Firm PLC, counsel for Opposer.  

 

2. I attach hereto as Exhibit 1 a true and correct copy of Opposer’s First Set of 

Interrogatories, Requests for Production of Documents, and Requests for Admission served on 

Applicants. 

3. I attach hereto as Exhibit 2 a true and correct copy of Applicants’ Responses to 

Opposer’s Requests for Admission.   

       I declare under penalty of perjury that the foregoing is true and correct.  Executed this 8th   

day of January, 2014.  

                                                    _______/Amy J. Everhart/    

         Amy J. Everhart  

 

 












































